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DETAILED ACTION 

This application has been filed under 35 U.S.C. § 371 and has been determined to have 
Lack of Unity of invention under PCT Rule 13.1 and under 37 CFR § 1.499 regarding the U.S. 
National Stage application as summarized below: 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 1-21 and 24-25, drawn to a method for determining whether an individual has 
an enhanced, diminished, or average probability of exhibiting one or more phenotypic attributes, 
classified in class 702, subclass 19. If this group is elected then SEVEN specie election 
requirements are also required as summarized below. 

Group II, claim(s) 22, drawn to a method of evaluating the probability that progeny of two 
individuals of the opposite sex will exhibit one or more phenotypic attributes, classified in class 
703, subclass 2. 

Group III, claim(s) 23, drawn to a method for determining the genomic ethnicity of an 
individual, classified in class 703, subclass 11. 
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Group IV, claim(s) 26, drawn to a method of selecting a set of genetic markers, classified in class 
707, subclass 7. 

The inventions listed as Groups I-IV do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: 

Each group is directed to a different special technical feature and contains different goals, 
method steps (where applicable), and/or structure/function (where applicable). Group I is 
directed to a method for determining whether an individual has an enhanced, diminished, or 
average probability of exhibiting one or more phenotypic attributes. Group II is directed to a 
method of evaluating the probability that progeny of two individuals of the opposite sex will 
exhibit one or more phenotypic attribures. Group III is directed to a method for determining 
genomic ethnicity. Group IV is directed to a method of selecting a set of genetic markers. 

Clearly, each Group contains its own special technical feature which supports the lack of 
unity present in this application. 

Species Election Requirements for Group I: 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so linked as 
to form a single general inventive concept under PCT Rule 13.1. 

The species are as follows: 

First specie election requirement: 
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Specie A: preselected set of markers that comprises a plurality of exon/intron junction 
sequences 

Specie B: preselected set of markers that comprises a plurality of promoter sequences 
Second specie election requirement: 

Specie C: selecting preselected set of markers by prioritizing by nucleotide sequence 
homology 

Specie D: selecting preselected set of markers by prioritizing by synteny with respect to 

other marker sequences 

Specie E: selecting preselected set of markers by prioritizing by ontological relevance 
Specie F: selecting preselected set of markers by prioritizing by genomic relevance 
Specie G: selecting preselected set of markers by prioritizing by quality of supporting 

research 

Specie H: selecting preselected set of markers by prioritizing by degree of phenotypic 
significance 

Third Specie election requirement: 

Specie I: scoring matrix that prioritizes markers with respect to homology to another 
marker sequence 

Specie J: scoring matrix that prioritizes markers with respect to synteny to other marker 
sequences 

Specie K: scoring matrix that prioritizes markers with respect to ontological relevance 
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Specie L: scoring matrix that prioritizes markers with respect to genomic relevance 
Specie M: scoring matrix that prioritizes markers with respect to quality of supporting 
research 

Fourth Specie election requirement: 

Group I contains patently distinct species, namely scoring matrix vectors. If Group I is 
elected, please select one scoring matrix vector (i.e. from claim 1 1), so that examination of this 
application may proceed. 

Fifth Specie election requirement: 

Specie N: selection criteria that is a function of the availability of treatments effective to 
modify the phenotypic characteristic 

Specie O: selection criteria that is a function of the scope and quality of known research 
relating to the phenotypic characteristic 

Specie P: selection criteria that is a function of the probability determination(s) for one 
or more other phenotypic characteristics 

Sixth Specie election requirement: 

Specie Q: organizational matrix that groups phenotypic characteristics for which the 
individual has an enhanced probability together 

Specie R: organizational matrix that groups phenotypic characteristics related to similar 
physiological systems together 
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Seventh Specie election requirement: 

Specie S: organization matrix that ranks the phenotypic characteristics as a function of 
the potential impact on the individual's lifestyle or quality of life 

Specie T: organization matrix that ranks the phenotypic characteristics as a function of 
the genomic ethnicity of an individual 



Applicant is required, in reply to this action, to elect a single species to which the claims 
shall be restricted if no generic claim is finally held to be allowable. The reply must also identify 
the claims readable on the elected species, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are generic is considered non-responsive 
unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP 
§ 809.02(a). 

The species listed above do not relate to a single general inventive concept under PCT 
Rule 13.1 because, under PCT Rule 13.2, the species lack the same or corresponding special 
technical features for the following reasons: 
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In the first species election requirement, the special technical feature of Specie A includes 
a plurality of exon/intron sequences which differs from the other special technical feature. In the 
first species election requirement, the special technical feature of Specie B includes a plurality of 
promoter sequences which differs from the other special technical feature. 

In the second specie election requirement, the special technical feature of Specie C is 
nucleotide sequence homology which differs from the other special technical features. In the 
second specie election requirement, the special technical feature of Specie D is synteny with 
respect to other marker sequences which differs from the other special technical features. In the 
second specie election requirement, the special technical feature of Specie E is ontological 
relevance which differs from the other special technical features. In the second specie election 
requirement, the special technical feature of Specie F is genomic relevance which differs from 
the other special technical features. In the second specie election requirement, the special 
technical feature of Specie G is quality of supporting research which differs from the other 
special technical features. In the second specie election requirement, the special technical feature 
of Specie H is degree of phenotypic significance which differs from the other special technical 
features. 

In the third specie election requirement, the special technical feature of Specie I is 
homology to another marker sequence which differs from the other special technical features. In 
the third specie election requirement, the special technical feature of Specie J is synteny to other 
marker sequences which differs from the other special technical features. In the third specie 
election requirement, the special technical feature of Specie K is ontological relevance which 
differs from the other special technical features. In the third specie election requirement, the 
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special technical feature of Specie L is genomic relevance which differs from the other special 
technical features. In the third specie election requirement, the special technical feature of Specie 
M is quality of supporting research which differs from the other special technical features. 

In the fourth specie election requirement, the special technical features include different 
scoring matrix vectors that differ from each other. 

In the fifth specie election requirement, the special technical feature of Specie N is the 
availability of treatments effective to modify the phenotypic characteristic which differs from the 
other special technical features. In the fifth specie election requirement, the special technical 
feature of Specie O is the scope and quality of known research relating to the phenotypic 
characteristic which differs from the other special technical features. In the fifth specie election 
requirement, the special technical feature of Specie P is the probability determination(s) for one 
or more other phenotypic characteristics which differs from the other special technical features. 

In the sixth specie election requirement, the special technical feature of Specie Q is 
grouping phenotypic characteristics for which the individual has an enhanced probability 
together which differs from the other special technical feature. In the sixth specie election 
requirement, the special technical feature of Specie R is grouping related to similar physiological 
systems together which differs from the other special technical feature. 

In the seventh specie election requirement, the special technical feature of Specie S is the 
potential impact on the individual's lifestyle or quality of life which differs from the other 
special technical feature. In the seventh specie election requirement, the special technical feature 
of Specie T is the genomic ethnicity of an individual which differs from the other special 
technical feature. 
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These different special technical features document the lack of unity among the species 
for each particular specie election requirement. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement may be traversed (37 CFR 
1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1 600 via the PTO Fax Center. The 
faxing of such papers must conform with the notices published in the Official Gazette, 1096 OG 
30 (November 15, 1988), 1156 OG 61 (November 16, 1993), and 1157 OG 94 (December 28, 
1993) (See 37 CFR § 1.6(d)). The Central Fax Center number for official correspondence is 
(571)273-8300. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carolyn Smith, whose telephone number is (571) 272-0721 . The 
examiner can normally be reached Monday through Thursday from 8 A.M. to 6:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marjorie Moran, can be reached on (571) 272-0720. 

March 7, 2008 

/Carolyn Smith/ 
Primary Examiner 
AU 1631 
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